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DETAILED ACTION 

This is in response to amendment filed on 7/9/10 in wliicli claims 1-50 are 
pending. The applicant's amendments have been fully considered but they are moot 
based on the new ground of rejection. 

Claim Rejections - 35 USC § 101 
Claims 1-40 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. Claims 1,12 are rejected under 35 U.S.C. 101 as not 
falling within one of the four statutory categories of invention. Supreme Court 
precedent^ and recent Federal Circuit decisions^ indicate that a statutory "process" 
under 35 U.S.C. 101 must (1) be tied to another statutory category (such as a particular 
apparatus), or (2) transform underlying subject matter (such as an article or material) to 
a different state or thing. While the instant claim recites a series of steps or acts to be 
performed, the claim neither transforms underlying subject matter nor is positively tied 
to another statutory category that accomplishes the claimed method steps, and 
therefore does not qualify as a statutory process. For example the video encoder 
method including steps of selecting is of sufficient breadth that it would be reasonably 
interpreted as a series of steps completely performed mentally, verbally or without a 
machine. The Applicant has provided no explicit and deliberate definitions of 
"selecting" to limit the steps to the electronic form of the" inter coding," and the 

' Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 
^ In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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claim language itself is sufficiently broad to read on about §101, mentally 
stepping through the §101 analysis, recalling In re Bilski, and telling the person 
who had the question his or her opinion. 

Claim 19 is rejected under 35 U.S.C. 101 as not falling within one of the four statutory 
categories of invention. Supreme Court precedent^ and recent Federal Circuit 
decisions'* indicate that a statutory "process" under 35 U.S.C. 101 must (1) be tied to 
another statutory category (such as a particular apparatus), or (2) transform underlying 
subject matter (such as an article or material) to a different state or thing. While the 
instant claim recites a series of steps or acts to be performed, the claim neither 
transforms underlying subject matter nor is positively tied to another statutory category 
that accomplishes the claimed method steps, and therefore does not qualify as a 
statutory process. For example the video encoder method including step of removing 
is of sufficient breadth that it would be reasonably interpreted as a series of steps 
completely performed mentally, verbally or without a machine. The Applicant has 
provided no explicit and deliberate definitions of "removing" to limit the steps to 
the electronic form of the" inter coding," and the claim language itself is 
sufficiently broad to read on about §101, mentally stepping through the §101 
analysis, recalling In re Bilski, and telling the person who had the question his or 
her opinion. 



^ Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 
In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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Claim 27 is rejected under 35 U.S.C. 101 as not falling within one of the four statutory 
categories of invention. Supreme Court precedent^ and recent Federal Circuit 
decisions^ indicate that a statutory "process" under 35 U.S.C. 101 must (1) be tied to 
another statutory category (such as a particular apparatus), or (2) transform underlying 
subject matter (such as an article or material) to a different state or thing. While the 
Instant claim recites a series of steps or acts to be performed, the claim neither 
transforms underlying subject matter nor is positively tied to another statutory category 
that accomplishes the claimed method steps, and therefore does not qualify as a 
statutory process. For example the video encoder method Including steps 
of reordering Is of sufficient breadth that it would be reasonably interpreted as a series 
of steps completely performed mentally, verbally or without a machine. The Applicant 
has provided no explicit and deliberate definitions of "reordering" to limit the 
steps to the electronic form of the" inter coding," and the claim language itself is 
sufficiently broad to read on about §101, mentally stepping through the §101 
analysis, recalling In re Bilski, and telling the person who had the question his or 
her opinion. 

Claim 28 Is rejected under 35 U.S.C. 101 as not falling within one of the four statutory 
categories of invention. Supreme Court precedent^ and recent Federal Circuit 



^ Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 
^ In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 

^ Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 
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decisions^ indicate tliat a statutory "process" under 35 U.S.C. 101 must (1) be tied to 
another statutory category (such as a particular apparatus), or (2) transform underlying 
subject matter (such as an article or material) to a different state or thing. While the 
instant claim recites a series of steps or acts to be performed, the claim neither 
transforms underlying subject matter nor is positively tied to another statutory category 
that accomplishes the claimed method steps, and therefore does not qualify as a 
statutory process. For example the video encoder method including steps of selecting 
and removing is of sufficient breadth that it would be reasonably interpreted as a series 
of steps completely performed mentally, verbally or without a machine. The Applicant 
has provided no explicit and deliberate definitions of "selecting" "removing" to 
limit the steps to the electronic form of the" inter coding," and the claim language 
itself is sufficiently broad to read on about §101, mentally stepping through the 
§101 analysis, recalling In re Bilski, and telling the person who had the question 
his or her opinion. 

Claim 33 is rejected under 35 U.S.C. 101 as not falling within one of the four statutory 
categories of invention. Supreme Court precedent^ and recent Federal Circuit 
decisions^" indicate that a statutory "process" under 35 U.S.C. 101 must (1) be tied to 
another statutory category (such as a particular apparatus), or (2) transform underlying 
subject matter (such as an article or material) to a different state or thing. While the 

^ In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 

' Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 
^° In re Bilsl<i, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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instant claim recites a series of steps or acts to be performed, the claim neither 
transforms underlying subject matter nor is positively tied to another statutory category 
that accomplishes the claimed method steps, and therefore does not qualify as a 
statutory process. For example the video encoder method including steps of inter 
coding, or selecting is of sufficient breadth that it would be reasonably interpreted as a 
series of steps completely performed mentally, verbally or without a machine. The 
Applicant has provided no explicit and deliberate definitions of "inter coding" or 
"selecting" to limit the steps to the electronic form of the" encoding," and the 
claim language itself is sufficiently broad to read on about §101, mentally 
stepping through the §101 analysis, recalling In re Bilski, and telling the person 
who had the question his or her opinion. 

Claim 37 is rejected under 35 U.S.C. 101 as not falling within one of the four statutory 

categories of invention. Supreme Court precedent^^ and recent Federal Circuit 
decisions indicate that a statutory "process" under 35 U.S.C. 101 must (1) be tied to 
another statutory category (such as a particular apparatus), or (2) transform underlying 
subject matter (such as an article or material) to a different state or thing. While the 
instant claim recites a series of steps or acts to be performed, the claim neither 
transforms underlying subject matter nor is positively tied to another statutory category 
that accomplishes the claimed method steps, and therefore does not qualify as a 
statutory process. For example the video encoder method including steps 

Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 
In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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of performing, selecting is of sufficient breadth tliat it would be reasonably interpreted as 
a series of steps completely performed mentally, verbally or without a machine. The 
Applicant has provided no explicit and deliberate definitions of "performing" or 
"selecting" to limit the steps to the electronic form of the" inter coding," and the 
claim language itself is sufficiently broad to read on about §101, mentally 
stepping through the §101 analysis, recalling In re Bilski, and telling the person 
who had the question his or her opinion. 

Claims 2-11, 13-18, 20-26, 29-32 and 34-40 are also rejected because they 
depend on a base rejected claim. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-10 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over KiKuchi et al U.S. Pub No 2007021 1802 in view of Hagai et al U.S. Pub No 
20040247031 . 

As per claims 1,12 Kikuchi et al teaches a method of inter coding a pixel region 
of a current picture in a video sequence of pictures, the sequence including a plurality of 
references listed in at least one reference list, the method comprising: the step of 
Selecting a reference frame (see paragraph [0079] listed in a reference list to be used 
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as the only reference to be used to encode the pixel region of the current picture (see 
paragraph [0025] [0036] [0040] [0094). 

However Kikuchi does not teach that the reference frame is the first reference 
frame from many reference frames. 

Hagai teaches is the first reference frame from many reference frames to be 
used to encode the pixel region of the current picture (see paragraph [0058]). 

It would have been obvious to one of ordinary skill in the art to implement the 
teaching of Hagai into Kikuchi as to estimate a motion vector indicating a displacement 
from another picture as taught by Hagai (see paragraph [0058]). 

As per claim 2, Kikuchi and Hagai in combination would teach , further comprising 
the step of setting num_ref idx_IN_active_minusl equal to zero, wherein N represents 
the number of the reference list as to estimate a motion vector indicating a displacement 
from another picture as taught by Hagai (see paragraph [0058]). 

As per claim 3, Kikuchi and Hagai in combination would teach, wherein the first 
listed reference is closest in time to the current picture containing the pixel region to be 
encoded (see paragraph [0024] [0129]) as to estimate a motion vector indicating a 
displacement from another picture as taught by Hagai (see paragraph [0058]). 

As per claim 4, Kikuchi and Hagai in combination would teach, wherein the pixel 
region to be encoded includes the entire current picture as to estimate a motion vector 
indicating a displacement from another picture as taught by Hagai (see paragraph 
[0058]). 
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As per claim 5, Kikuchi and Hagai in combination would teach, wherein the pixel 
region to be encoded, consists essentially Of the pixels of a video object as to estimate 
a motion vector indicating a displacement from another picture as taught by Hagai (see 
paragraph [0058]). 

As per claim 6, Kikuchi and Hagai in combination would teach, wherein the pixel 
region to be encoded consists essentially of the pixels of a slice as to estimate a motion 
vector indicating a displacement from another picture as taught by Hagai (see 
paragraph [0058]). 

As per claim 7, Kikuchi and Hagai in combination would teach wherein the step of 
selecting the first listed reference comprises a substep of computing the sum of 
absolute pixel differences between corresponding pixels of the current picture and of 
first listed reference as to estimate a motion vector indicating a displacement from 
another picture as taught by Hagai (see paragraph [0058]). 

As per claim 8, Kikuchi and Hagai in combination would teach, further 
comprising the step of comparing the computed sum of absolute pixel differences to a 
first threshold Tl as to estimate a motion vector indicating a displacement from another 
picture as taught by Hagai (see paragraph [0058]). 

As per claim 9, Kikuchi and Hagai in combination would teach, wherein if the sum 
of absolute pixel differences is less than a first threshold Tl then a single reference 
listed in the reference list is used for encoding the pixel region of the current picture as 
to estimate a motion vector indicating a displacement from another picture as taught by 
Hagai (see paragraph [0058]). 
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As per claim 10, Kikuchi and Hagai in combination would teach wherein if the 
sum of absolute pixel differences is not less than a first threshold T1 then a plurality of 
references listed in the reference list are used for encoding the pixel region of the 
current picture as to estimate a motion vector indicating a displacement from another 
picture as taught by Hagai (see paragraph [0058]). 

Allowable Subject Matter 

Claims 41-50 are allowed over the prior arts of record. 

Response to Amendment 

3. In response to applicant's amendments, the recitation a video encoder has not 
been given patentable weight because the recitation occurs in the preamble. A 
preamble is generally not accorded any patentable weight where it merely recites the 
purpose of a process or the intended use of a structure, and where the body of the 
claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 
USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 
(CCPA1951). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Emmanuel Bayard whose telephone number is 571 272 
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3016. The examiner can normally be reached on Monday-Friday (7:Am-4:30PM) 
Alternate Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chieh Fan can be reached on 571 272 3042. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

9/28/2010 Emmanuel Bayard 

Primary Examiner 
Art Unit 2611 

/Emmanuel Bayard/ 

Primary Examiner, Art Unit 261 1 



